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Appeal 2008-3273 
Application 10/527,351 

1 The above-entitled matter came on for hearing on Tuesday, July 8, 

2 2008, commencing at 9:53 a.m., at the U.S. Patent and Trademark Office, 

3 600 Dulany Street, Alexandria, Virginia, before Dawn A. Brown, Notary 

4 Registration No. 7066896, Notary Public. 

5 THE USHER: Calendar Number 8, Appeal Number 2008- 

6 3273. Mr. Jensen. 

7 JUDGE WARREN: Good morning, Mr. Jensen. 

8 MR. JENSEN: Good morning. 

9 JUDGE WARREN: We have a member of the public here this 

10 morning as an observer. And if you would please introduce your guest. 

1 1 MR. JENSEN: This is my colleague, Randy Pritzker. 

12 JUDGE WARREN: Please give your business cards to the 

13 transcriber before you leave, please. 

14 MR. JENSEN: Okay. 

15 JUDGE WARREN: As you know, sir, you have 20 minutes. 

16 You may start when ready. 

17 MR. JENSEN: Okay. This is an appeal from a final rejection 

18 in which there is no disagreement as to the facts of what the prior art shows. 

19 There has been no issue as to what the claims mean. The only issue in this 

20 case is whether the relied-upon prior art reference on Fujimori is sufficient - 

21 has sufficient disclosure to anticipate the claims of the present application. 

22 And under the holding of the Fujimori case - I'm sorry - under 

23 the holding of the Atofina case, which is a 2006 Federal Circuit case, a prior 

24 art reference that shows a very broad range can only anticipate a much 

25 narrower claimed range, as in the present case, if the prior art teaches the 

26 claimed range with sufficient specificity. 
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1 And under the holding of the Atofina case, this Fujimori 

2 reference doesn't qualify as anticipatory because the Fujimori reference, 

3 essentially, teaches a thickness range from .01 microns to 10 microns, which 

4 is a thickness range spanning three orders of magnitude and, essentially, 100 

5 times larger of our claimed range of 10 nanometers to 100 nanometers. 

6 So for this reason, the Fujimori prior art reference is simply too 

7 broad and too vague of a teaching to qualify as anticipatory under the 

8 Atofina case. 

9 JUDGE WALTZ: Excuse me, counselor. What about the 

10 Perricone case? Can you distinguish that? 

11 MR. JENSEN: I have to say I'm not familiar with the Perricone 

12 case, but I could brief that case if you'd like me to. 

13 JUDGE WALTZ: No, I was just wondering because that is the 

14 one where they held anticipation of overlapping ranges when there is 

1 5 sufficient overlap . 

16 MR. JENSEN: When there is sufficient overlap. 

17 JUDGE WALTZ: You're arguing that your range is so much 

18 narrower, but you do have the same endpoint, right? Lower endpoints? 

19 MR. JENSEN: Yes, we do have the same endpoint, you're 

20 right. You're correct that our range does overlap with the prior art range. In 

21 fact, it is entirely encompassed with the prior art range, and they share the 

22 same endpoint. 

23 But under the Atofina case, which is a very recent case, 2006, 

24 this case held that the endpoints of the prior art range are not actually valid 

25 data points. They are just guidelines as to, you know, where somebody in 

26 the prior art might look to. 
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1 JUDGE WALTZ: If your range is entirely within the prior art 

2 range, would your claims be obvious at least over Fujimori? 

3 MR. JENSEN: Well, that is certainly another question. And 

4 I'll just point out we're not facing an obviousness rejection at this point yet. 

5 But there are other reasons why our range would not be obvious in view of 

6 the prior art Fujimori range. 

7 Fujimori teaches a range that goes from, as I mentioned, 10 

8 nanometers to 10,000 nanometers, or 10 microns. But the purpose of why 

9 Fujimori has his barrier layer is actually rather different from the reason that 

10 we're using our barrier layer. 

1 1 Fujimori actually says you want the barrier layer to be very 



12 thick. And all of Fujimori's embodiments have a barrier layer of thickness 

13 of at least 900 nanometers, which is nine times the largest thickness of our 

14 range. And the reason Fujimori does that is to prevent short circuits from 

15 occurring between the electrode and the other layer on the other side of the 

16 barrier layer. 



17 By contrast, our range is much, much thinner than that. So 

18 Fujimori actually teaches away from decreasing the thickness of the range 

19 because Fujimori says that he'd like the barrier layer to have a resistance to 

20 keep the short circuits from occurring between these layers. 

21 So it would not have been obvious to decrease that thickness 

22 because one of ordinary skill in the art would appreciate the thicker the 

23 layer, the higher the resistance that you have between the two points and the 

24 less chance of having short circuits. 
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1 And so I mentioned that Fujimori has a different purpose than 

2 in our invention. In our invention, we — in particular, as claimed in Claim 1, 

3 we claimed -- let's see, a photovoltaic element comprising an ITO substrate. 

4 So it is an indium tin oxide transparent electrode in which the 

5 metallic oxide layer - which is the layer in question here - the metallic 

6 oxide layer is very thin. It has a thickness of between 10 nanometers and 

7 100 nanometers thick. 

8 And the reason for that is — the reason that we've put this 

9 metallic oxide layer on the ITO substrate is that, you know, there are 

10 actually quite a few different types of substrates that could be used, but in 

1 1 particular, when ITO is used, it has been found that corrosion can occur and 

12 the resistance of that layer can decrease. 

13 So we're trying to prevent corrosion by adding this very thin 

14 layer. And the thickness of this layer is determined based on various factors. 

15 For example, transparency is one of them where certainly having a thinner 

16 layer there will help increase the amount of transparency. 

17 And since this is a photoelectric conversion, it could be a solar 

1 8 cell, letting more light through can be very beneficial in terms of conversion 

19 efficiency. 

20 So that is the reason — that is one of the reasons that our 

21 claimed invention is different from Fujimori. And so as I mentioned, the 

22 reason for the appeal in this case is that Fujimori teaches an extremely broad 

23 range from 10 nanometers to 10,000 nanometers for the barrier layer for a 

24 different purpose. 

25 And, actually, Fujimori does describe an indium tin oxide 

26 substrate, but it is just one of several substrates that Fujimori mentions, and 
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1 there is no mention in Fujimori of this type of problem that we're trying to 

2 solve. 

3 JUDGE WALTZ: But counselor, how does Fujimori make the 

4 coated layer on the substrate? Don't they do it in repeated coating 

5 applications? 

6 MR. JENSEN: Yes, they do. They build up several thin layers. 

7 I believe they call them laminates that they - 

8 JUDGE WALTZ: So after the first layer of the coating, isn't 

9 that a thin layer over an ITO substrate that would be within your claimed 

10 range? 

11 MR. JENSEN: Yes. You're certainly right that the first layer is 

12 very thin. 

1 3 JUDGE WALTZ: So at that point in time, the product of the 

14 reference would be the same as your product? 

15 MR. JENSEN: Well, no, I don't think so, because what our 

16 claim recites is photovoltaic element in which there is an ITO substrate 

17 coated with a thin metallic-oxide layer. I don't think at that point in 

18 Fujimori's device he has actually completed a photovoltaic element. 

19 JUDGE WARREN: Why would that be, counselor? His range 

20 certainly comes down and overlaps the endpoint of your range. 

21 MR. JENSEN: Yes, he certainly does. And in this case, during 

22 the - I think if I understood the previous question right, the question was, 

23 during the initial fabrication when you first put down the ITO substrate and 

24 then you put a - you put the very first thin laminate of the barrier layer on 

25 there in Fujimori, at that point, the barrier layer is very thin. 
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1 JUDGE WALTZ: In fact, Fujimori says it is about 50 

2 nanometers. 

3 MR. JENSEN: Yes, sir, you're absolutely right. But at that 

4 point, there have been no other layers added to finish the photovoltaic 

5 element, so I'd just point out that at that point, all it is -- in Fujimori, all you 

6 have is the substrate and a layer on top of it, but there is no finished product 

7 there. There is still several layers that Fujimori states need to be added. 

8 JUDGE WARREN: But under Fujimori's disclosure, wouldn't 

9 that be sufficient for his utility? 

10 MR. JENSEN: Well, I guess I'm not sure if I understand what 

1 1 the question is. If you end it at that point, you would not have finished 

12 completing it. 

13 JUDGE WARREN: But you would still be within his 

14 teachings, correct, for a usable substrate ~ 

15 JUDGE WALTZ: -- of 10 to 10,000 nanometers. He discloses 

16 that is usable, right? 

17 MR. JENSEN: Well, if you had stopped at that point, which is 

18 not what Fujimori says to do. If you were to stop at that point, it would be 

19 within the thickness range that we've claimed, yes. 

20 But my point is just that this — if you were to go with this type 

21 of a rejection, which the examiner has not done yet, then what I would argue 

22 is that granted that you met the thickness limitation at that point, the device 

23 at that point in Fujimori's process is not yet a photovoltaic element because 

24 you haven't added all the layers yet that you need to complete a photovoltaic 

25 element according to Fujimori's teachings. 
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1 JUDGE WALTZ: You are just claiming a photovoltaic element 

2 which can be part of a photovoltaic cell with just the same two components, 

3 right, a substrate and the layer? 

4 MR. JENSEN: That is what the claim recites. 

5 JUDGE WALTZ: You don't recite any other layers in your 

6 claim, do you? 

7 MR. JENSEN: No. That is correct. That is correct. And I 



8 think the reason for that is that we wouldn't want this to be limited to any 

9 particular type of dye layer or any other — you know, as Fujimori mentions 

10 and our application, there are lots of different types of photovoltaic 

1 1 components out there. We didn't want it to be limited to any one specific 

12 particulate. 



13 So I just want to finish up. And aside from this particular 

14 teaching that you've pointed out from Fujimori in which during fabrication -- 

15 initial fabrication of Fujimori's device there is a very thin layer. 

16 The Fujimori teaching as a whole does describe building up 

17 many of these layers to put in a completed component so you have a very 

18 thick barrier layer to prevent short circuits between the electrode and the rest 

19 of the device. 

20 And all of the embodiments of Fujimori's device are - I think it 

21 shows several embodiments. They're all around 1 micron, which is about a 

22 hundred times - I'm sorry - ten times thicker than our maximum thickness 

23 range and going all the way up to 10 microns which is much, much thicker 

24 than our range. 

25 So Fujimori does describe very broadly that you can use many 

26 different layers as substrates -- ITO, FTO. Fujimori's primary embodiment 
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1 is FTO, which our specification says didn't have these types of problems 

2 with corrosion of the layer of the ITO layer. 

3 So Fujimori doesn't teach our thin thickness for any sufficient 

4 specificity at least in the very broad - at least in the very broad section 

5 where he just describes the largest possible range that it could be. Fujimori, 

6 more specifically, just describes having a much thicker layer, which is true 

7 in all his embodiments. 

8 And I'll just point out to Column 12 of Fujimori, Line 22. 

9 Fujimori says that, most specifically, it is preferable that the average 

10 thickness, film thickness of the barrier layer is about .01 to 10 microns, 

1 1 which is the very broad range, or preferably about . 1 to 5 microns - which is 

12 outside of our range -- and even more preferably about .5 to 2 microns, and 

13 with this choice, it is possible to furthermore enhance the effect described. 



14 So Fujimori is really saying that what you need to do is have a 

15 very large barrier layer to prevent short circuits between the layers. 

16 JUDGE WARREN: Why, counselor, would we be limited to 

17 your view of the reference? 

18 MR. JENSEN: Well, I certainly -- if you'd like to, you know -- 

19 I see what you're saying. Are you asking about with respect to this broad 

20 teaching in general or with the prior question about the other? 

21 JUDGE WARREN: A reference is a reference for all that it 

22 teaches. 

23 MR. JENSEN: Oh, I see what you're saying. Yes, we certainly 

24 agree as the examiner pointed out in the final rejection and in the examiner's 

25 answer that a reference is a reference for all it teaches. 
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1 But the Atofina case did hold - and this is a controlling case; 

2 this is very recent Federal Circuit case law — that when a prior art reference 

3 teaches a very large range and the applicant's claim a very narrow range, the 

4 claim is only anticipated if the prior art reference teaches the claimed range 

5 with sufficient specificity. 

6 And in Atofina, the Court stated that even with a temperature 

7 range of -- prior art temperature range of 100 to 500 degrees and the 

8 applicants claimed a thinner range. Not very much thinner. I believe it was 

9 about — let's see. It was much thinner. 

10 JUDGE WALTZ: I think it was about 300 to 450. 

1 1 MR. JENSEN: I believe you're right. So it wasn't very much 

12 thinner. I think that is only a factor of about two or three thinner than the 

13 applicant's -- than the actual prior art rejection. So in our case, I would just 

14 contrast this with -- our case with Atofina because our claimed range is 100 

15 times smaller than the prior art's and the prior art's disclosure. 

16 So if you just look at this one sentence in Fujimori that says, in 

17 the broadest sense our film thickness can be anywhere from .01 microns to 

18 10 microns. Well, our range is 100 times smaller than that. 

19 JUDGE WALTZ: Counselor, what if you look at the even 

20 more preferred range of the reference, doesn't that include — isn't that more 

21 preferred range about a hundred nanometers, which is your upper limit? 

22 MR. JENSEN: Yes, you're right. 

23 JUDGE WALTZ: So even if you don't look at the broad range 

24 and look at the more narrow, more preferred range, it still includes an 

25 endpoint touching your range. 
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1 MR. JENSEN: Yes, it does touch it, as you pointed out. The 

2 second most -- out of the three most preferred ranges, this second range just 

3 does touch the edge of our claimed range. 

4 But I would also point out, though, that in the Atofina case, 

5 they held that even when the endpoints of the range touch, those endpoints 

6 in the prior art are merely guidelines to one of ordinary skill in the art. 

7 They are not actual embodiments that -- certainly if there was 

8 an embodiment within our claimed range, then we wouldn't be having this 

9 discussion. But Atofina helped that. The endpoints of the range are merely 

10 guidelines to one of ordinary skill in the art as to how thick to make the 

1 1 barrier layer. 

12 Frankly, this is a very broad range. This is a factor of a 



13 thousand from the smallest thickness to the largest thickness, and that is the 

14 difference between a meter and a kilometer. I don't think that would give 

15 one of ordinary skill in the art guidance as to where to set that thickness, 

16 other than, of course, the embodiments of Fujimori, which are all 

17 approximately 1 micron or thicker. 

1 8 And so I just wanted to address one last point in the examiner's 

19 answer. The examiner did raise the issue that, well, Atofina applied to 

20 method claims. And in the present case, we have a product claim, which is a 

21 photovoltaic element. And so the examiner's point was that Atofina 

22 shouldn't apply to our claims because they're product claims instead of 

23 device claims. 

24 I will just point out that Atofina - the Board of Appeals and 

25 Interferences has consistently applied Atofina to product claims as we cited 

26 several cases in our reply brief. Ex Parte Hayes, a couple of other cases 
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1 here. So the Board of Appeals here has consistently applied Atofina to 

2 product claims, not just method claims. 

3 Just to sum up. I just wanted to point out that Fujimori teaches 

4 a very broad thickness range. Our range is much narrower. We're specific 

5 to just one electrode layer, ITO. 

6 JUDGE WALTZ: Counselor, do you make that argument in 

7 your brief that the reference discloses several possible electrode layers and 

8 you're specific to one? 

9 MR. JENSEN: Well, no, that point, we didn't think it was 

10 necessary to raise that in our brief. 

1 1 JUDGE WALTZ: Well, then you can't raise it on oral 

12 argument. 

1 3 MR. JENSEN: Well, then, I'll just point out that the thickness 

14 layers -- the differences in thickness are very great, and so we'll just rely on 

15 the Atofina case and the difference of 100 times between the claimed -- our 

16 narrow claimed range and the prior art, Fujimori's, lack of teaching our 

17 range with sufficient specificity. 

18 JUDGE WARREN: Any further questions? 

19 Thank you very much. 

20 MR. JENSEN: Thank you. 

21 Whereupon, the proceedings at 10:14 a.m. were concluded. 
22 
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